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35 U.S.C. 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 12-16 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Sugimoto et al. published PCT Application No. WO 01/16438 (Sugimoto) in view of 
either Prokopenko et al., USP No. 6,467,321, (Prokopenko) or the Lixing et al. 
published article "Investigation on Improving Fatigue Properties of Welded Joints by 
Ultrasonic Peening Method" (Lixing). Note that the Sugimoto document is the WIPO 
publication of the PCT application which forms the basis for USP 6,857,808. 
Sugimoto et al. '808 is beingused as an English translation of the WIPO document. 
The invention is directed to the reinforcement of "weld toes" located at the free end 
portions of ribs that are welded to the base of a steel pipe pole to form a T-joint. A "weld 
toe" is that portion of a weld which extends around the free end portion of a rib. See 
Figs. 1-3. The problems being addressed are (1) that pole vibrations caused by the wind 
subject the pole to large stress concentrations near the weld toes thus causing the 
strength of the weld toes to deteriorate and (2) that the welding heat causes residual 
tensile stress and material degradation which also affects the strength of the entire 
weld. The reinforcement is carried out by an ultrasonic peening process.. See pages 1 
and 2 of the written 
description. 
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Sugimoto recognizes both of these problems and addresses them by providing ribs that 
are bent in the form of a U or a V. See the discussion in columns 1 and 2 of the 
Sugimoto '808 patent. However, Sugimoto does not disclose peening or any other 
process for improving the strength of the weld, per se. 

Prokopenko discloses a device used for metal peening and states that peening provides 
for strengthening and stress relaxation of metals. See col. 1, lines 6-9. He further states 
that ultrasonic peening is useful in treating a T-shaped welded joint in the zone of the 
weld toe. See column 7, lines 13- 
20. 

Lixing recognizes that fatigue cracks normally initiate in the weld toe of a welded joint 
and that ultrasonic peening of the weld toe significantly improves its fatigue life. See the 
Lixing et al. abstract. 

None of the prior art discloses that the peened portion should extend at least 10 mm 
downward from the upper end portion of a rib or that the peened portion should extend 
at any particular central angle on both sides of a center line, as claimed. However, the 
applicant does not state that either limitation is 

critical or provides an unexpected result. Furthermore, he does not so much as point out 
an advantage of the claimed distance and angles over other distances and angles. He 
merely states that the claimed length and angles are "preferable." See page 6, lines 28- 
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31, and; page 8, line 34-page 9, line 2. In addition, he states that it is also acceptable to 
apply peening treatment to other welded portions. See page 9, lines 32-36. On page 6 
of the amendment filed on June 6, 2006, applicant argued that these 
limitations render the claims patentable, but did not explain why. He merely argued that 
the prior art does not "disclose or suggest the very specific locations for the peening 
processed portions." 



In order to establish unexpected results over a claimed range, an applicant should 
compare asufficient number of tests both inside and outside the claimed range to show 
the criticality of the claimed range. See MPEP 716.02(d), section II. Test results which 
demonstrate criticality may be presented in an affidavit submitted as evidence during 
prosecution. See MPEP 716.01(a) and 716.02(e). Until such time 
as the applicant demonstrates criticality, it is reasonable for the PTO to take the position 
that the claimed length and angles are merely the result of optimization of ranges, as 
discussed in MPEP 2144.05, Section II. 

Accordingly, it is submitted that it would have been obvious for one of ordinary skill in 
the art at the time the invention was made to modify the weld toes of the ribs disclosed 
by Sugimoto (e.g. in Figure 2) by providing them with peened portions as taught by 
either Prokopenko or Lixing. The motivation for these combinations comes from each of 
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the references. All three documents recognize that welds, and weld toes in particular, 
are weak. Furthermore, both Prokopenko and Lixing teach that peening increases the 
strength of a weld and is particularly useful in strengthening weld toes. The particular 
claimed distance and angles would have been obvious matters of routine 
experimentation for one of ordinary skill in the art because one of ordinary skill would be 
fully capable, through routine experimentation, of arriving at the optimum length and 
angular extent of a peening portion. Since peening is known in the prior art to 
strengthen welds and weld toes are known to be weak, and since applicant admits that 
it is acceptable to peen the entire rib weld (page 9, last paragraph of written 
description), the only consideration in peening less than the entire weld would be a 
financial one. In other words, in order to hold down the cost of 
peening, one skilled in the art would peen only so much of the weld as is required to 
provide the desired strength. Clearly such a determination could easily be made by 
routine experimentation. 

Claims 13, 14, and 15-16 are also unpatentable over the above combination of 
references Sugimoto and Prokopenko are of record. 

Claims 12-16 should have been rejected under 35 U.S.C. 112(1) as lacking a written 
description in the application as originally filed. In particular, there is no support in the 
original disclosure for requiring the peened portions of the shaped ribs (i.e. the U- 
shaped and V-shaped ribs) to extend at least 10 mm downward from the upper end 
portions of the ribs and to extend at a 30-60 degree angle on both sides of 



Application/Control Number: 10/753,851 Page 6 

Art Unit: 3635 

the center lines of the ribs. In support, note the discussion on page 6 of the written 
description which discusses limiting the peened portions 20 (Fig. 2) to a particular 
distance downward from the upper end portions of tabular ribs 12 only. Also, note the 
discussion beginning at the bottom of page 8 and continuing through line 8 on 
page 9 which discusses limiting the peened portion to an area defined by an angle on 
both sides of the center lines of U-shaped and V-shaped ribs 13 and 14 only. There is 
no discussion of limiting any peened portion to both a distance downward from the 
upper edge of a rib and to a region defined by an angle. 

Applicants arguments filed are not persuasive 

On page 6 of that amendment the applicant argues that Prokopenko only discloses that 
ultrasonic peening of metals is known in the art. Applicant further argues, "US '808 
discloses numerous embodiments of steel structures. PK makes no disclosure or 
suggestion of which locations in these steel structures one skilled in the art should apply 
peening by ultrasonic vibrations to achieve improved results." These statements are 
incorrect. Prokopenko clearly discloses the use of peening to strengthen the weld toe of 
a T-shaped joint, thus clearly suggesting the use of peening to strengthen the 
weld toes of the joints disclosed by Sugimoto (US *808). See column 7, lines 14-20 of 
Prokopenko. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Chapman E. Jeanette whose telephone number is 571- 
272-6841. The examiner can normally be reached on Mon.-thursday, 8:30-6:00. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, CHILCOT RICHARD can be reached on 571-272-6777. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA Uar 571-272-1000^0/? 
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